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Office Action Summary 



Application No. 

10/070,760 



Examiner 

Andrea D Small 



Applicant(s) 

GEWEHR ET AL. 



Art Unit 

1626 



— The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 



2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) [3 Claim(s) 1-11 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 6 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or bO objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
11 )0 The proposed drawing correction filed on is: a)\Z\ approved b)[J disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 119 and 120 

13) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)[x]AII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 



3. £3 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14>n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) Q The translation of the foreign language provisional application has been received. 
15)D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 



1 ) O Notice of References Cited (PTO-892) 4) 

2) EU Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) 



Interview Summary (PTO-413) Paper No(s). 

Notice of Informal Patent Application (PTO-152) 
Other: 



U.S. Patent and Trademark Office 

PTO-326 (Rev. 04-01 ) Office Action Summary Part of Paper No. 5 
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Art Unit: 1626 

DETAILED ACTION 

/. Pending Claims: 
Claims 1-11 are pending. 
//. Rejections: 

s 

Claim Rejections - 35 USC §101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of this 
title. 

Claim 6 is rejected under 35 U.S.C. 101 because the claimed recitation of a use, without 
setting forth any steps involved in the process, results in an improper definition of a process, i.e., 
results in a claim which is not a proper process claim under 35 U.S.C. 101. See for example Ex 
parte DunkU 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 255 F. 
Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 6 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Claim 6 provides for the use of compounds of claim 1, but, since the claim does not set 
forth any steps involved in the method/process, it is unclear what method/process applicant is 
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intending to encompass. A claim is indefinite where it merely recites a use without any active, 

positive steps delimiting how this use is actually practiced. 

///. Allowed Claims: 

Claims 1-5 and 7-1 1 are allowed. 

IV. Contact Information: 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrea D. Small, whose telephone number is (703) 305-081 1. 
The examiner can normally be reached on Monday-Thursday from 8:30 AM - 7:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Joseph K. McKane, can be reached at (703) 308-4537. The Unofficial fax phone 
number for this Group is (703) 308-7921 . The Official fax phone numbers for this Group are 
(703) 308-4556 or 305-3592. 

When filing a FAX in Technology Center 1600, please indicate in the Header (upper 
right) "Official" for papers that are to be entered into the file, and "Unofficial" for draft 
documents and other communications with the PTO that are not for entry into the file of the 
application. This will expedite processing of your papers. 

Communications via Internet e-mail regarding this application, other than those under 35 
U.S.C. 132 or which otherwise require a signature, may be used by the applicant and should be 
addressed to [Joseph.McKane@uspto.gov]. All Internet e-mail communications will be made of 
record in the application file. PTO employees will not communicate with applicant via Internet 
e-mail where sensitive data will be exchanged or where there exists a possibility that sensitive 
data could be identified unless there is of record an express waiver of the confidentiality 
requirements under 35 U.S.C. 122 by the applicant. See the Interim Internet Usage Policy 
published by the Patent and Trademark Office Official Gazette on February 25, 1997 at 1 195 OG 
89. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist, whose telephone number is (703) 308-1234 



Andrea D. Small, Esq. 
May 1 , 2003 




Supervisory Patent Examiner 



Art Unit 1626 
Technology Center 1 



APPLICANTS MAY SUBMIT AMENDMENTS TO SPECIFICATION, CLAIMS AND DRAWINGS IN THE 

REVISED AMENDMENT FORMAT 



For amendments filed in Art Units 1626, 1634. 1731. 2827 and 2834 

Starting in late April 2003, the United States Patent and Trademark Office (USPTO) will be processing patent 
applications in electronic image form in Art Units 1 626 and 1 73 1 in addition to the three original Art Units ( 1 634, 2827 
and 2834) in the "prototype program" 1 . Applicants with applications in these art units are encouraged to use a revised 
amendment format for amendments to the claims, specification, and drawings, announced in AMENDMENTS IN A 
REVISED FORMAT NOW PERMITTED, 1267 Off. Gazette 106 (February 25, 2003), posted on the Office's web site at: 
http://www.uspto.gov/web/offices/corn/sol/og/2003/week08/patform.htm . A summary of the revised amendment format 
is reproduced below. 

The revised amendment format is essentially the same as the amendment format that the Office is proposing in a revision 
to 37 CFR 1.121 (Manner of Making Amendments). The revision to 37 CFR 1.121 (if adopted) will simplify' amendment 
submission and improve file management. The Office plans to adopt such a revision to 37 CFR 1.121 by July of 2003 2 ? at 
which point compliance with revised 37 CFR 1121 will become mandatory. 

Effective immediately, when replying to Office actions in applications from Art Units 1626, 1634, 1731, 2827 and 2834 
all applicants are encouraged to submit amendments using the revised amendment format (except for reissues and 
reexaminations), and which will be processed according to conditions specified herein. 

REVISED FORMAT OF AMENDMENTS 

Begin on separate sheets: 

Each section of an Amendment (e.g., Claim Amendments, Specification Amendments, Remarks) should begin on a 
separate sheet. For example, in an amendment containing a.) introductory comments, b.) amendments to the claims, c.) 
amendments to the specification, and d.) remarks, each of these sections should begin on a separate sheet. This will 
facilitate the process of separately indexing and scanning of each part of an amendment document for placement in an 
electronic file wrapper. 

Two versions of amended part(s) no longer required: 

The current requirement in 37 CFR 1.121(b) and (c) to provide two versions (a clean version and a marked up 
version) of each replacement paragraph, section, or claim will be waived where an amendment is submitted in the 
revised format below. The requirements for substitute specifications under 37 CFR 1.125 will be retained. 

A) Amendments to the claims: 

Each amendment document that includes a change to an existing claim, or submission of a new claim, must include a 
complete listing of all claims in the application After each claim number, the status must be indicated in a parenthetical 
expression, and the text of each claim under examination (with markings to show current changes) must be presented. 
The listing will serve to replace all prior versions of the claims in the application. 

(1) The current status of all of the claims in the application, including any prev iously canceled or withdrawn claims, 
must be given. Status is indicated in a parenthetical expression following the claim number and identified by one 
of the following: (original), (currently amended), (previously amended), (canceled), (withdrawn), (new), 
(previously added), (reinstated - formerly claim U ). (previously reinstated), (re-presented - formerly dependent 
claim #_), or (prev iously re-presented) The text of all pending claims under examination must be submitted each 
time any claim is amended. Canceled and withdrawn claims should be indicated by only the claim number and 
status. 

(2) All claims b eing currently amended must be presented with markings to indicate the changes that have been made 
relative to the immediate prior version. The changes in any amended claim should be shown by strikethrough (for 



1 Sec USPTO ASS'OUSCES PROTOTYPE OE l\ fAUE PRC )CESSl\(.i 1265 Off. Oaz. Put Office S 7 (December 17, 2002)) Hie amendment 
practice of the Notice only provided for a waiver of 37 CFR i 1 2 lie), with respect to amendments to the claims This liver supercedes am 
previously received notification and now encourages the presentation of amendment* in an expanded format, which applies to the amendment of 
specifications, drawings and claims 

2 See Changes To Implement Electronic Maintenance of Official Patent Application Records^ 68 Fed. Reg. 14305. (March 25. 2003) 

Flyer for mailing with all Office actions in Ait Units 1626, 1634, 1731, 2827 and 2834 
4/15/03 



deleted fiiatter) or underlining (for added matter) An accompanying clean version is not required and should not 
be presented. Only claims of the status "currently amended'' will include markings. 

(3) The text of pending claims not being amended must be presented in each amendment document in clean version, 
i.e., without any markings-. Any claim presented in clean version will constitute an assertion that it has not been 
changed relative to the immediate prior version. 

(4) A claim maybe canceled by merely providing an instruction ta cancel. Listing a claim as canceled will constitute 
an instruction to cancel. Any claims added by amendment must be indicated as (new) and shall not be underlined. 

(5) All of the claims in each amendment paper must be presented in ascending numerical order. Consecutive canceled 
or withdrawn claims may be aggregated into one statement (e g Claims 1 - 5 (canceled)). 



Example of Listing of Claims : 

■ - ■ ■ ' ; • : 1 



» » r 



Claims 1-5 (canceled) 
Claim 6 (withdrawn) 

i, .*...,. . ■ , . 

Claim 7 (previously amended): A bucket with a handle. •-, 

Claim 8 (currently amended): A bucket with a green blue handle. 

Claim 9 {withdrawn) . .. ; -j-.- 

Claim 10 (original): A bucket with a wooden handle. ^ 
Claim 1 1 (canceled) 

Claim 12 (re-presented - formerly dependent-claim 1 1): A black bucket with a wooden handle. 
Claim 13 (previously added): A bucket having a circumferential ;Upper lip. 
Claim 14 (new): A bucket with plastic sides.and. bottom. , f; 

B) Amendments to the Specification: 

Amendments to the specification must be made by presenting a replacement paragraph or section marked up to show 
changes made relative to the immediate prior version An accompanying clean version is not required and should not be 
presented. If a substitute specification is being submitted to incorporate extensive amendments, both a clean version 
(which will be entered) and a marked up version must be submitted as per current 37 CFR 1 .125. 

C) Amendments to the drawings: 

Drawing changes must be made by presenting replacement figures which incorporate the desired changes and which 
comply with § 1.84. An explanation of the changes made must be presented in the remarks section of the amendment. 
Any replacement drawing sheet must include all of the figures appearing on the immediate prior version of the sheet, even 
though only one figure may be amended The figure or figure number of the amended drawing should not be labeled as 
"amended." If the changes to the drawing figure(s) are not accepted by the examiner, applicant will be Notified of any 
required corrective action in the next Office action No further drawing submission will be required, unless applicant is 
notified 

COPIES OF U.S. PATENT DOCUMENTS CITED IN AN IDS OR OFFICE ACTION 

In applications assigned to the five art units listed above, applicants and practitioners will no longer be required to provide 
copies of U.S. Patents and U.S. Patent Application Publications cited in any Information Disclosure Statement (IDS) 
submitted to the USPTO. It is requested that elDSs be used to file all IDS papers for applications in the listed Art Units. 
Similarly, copies of U.S. Patents and U.S. Patent Application Publications cited by an examiner during prosecution of an 
application will not be provided to applicants in Office actions from these Art Units. These documents are available from 
the USPTO web site, ww w.uspto .gov . for free download Cited foreign patents and published applications and non- 
patent literature will be mailed by conventional processing 

Any questions regarding the submission of amendments pursuant to the revised practice set forth in this flyer should be 
directed to Liz Dougherty (Elizabeth . Do ugherty ffiu spt o.gov). Eugenia Jones ( Eugenia. J onesffiuspto.goy) or Joe 
Narcavage ( Joseph . Narcavageffiuspto gov ) . For information on the wai\er or legal aspects of the program, please contact 
Jay Lucas (J av.Lucasffiusp to.gov) or Rob Clarke ( Robert . C l arkeffiu spto . gov ) 
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The United States Patent and Trademark Office 
has changed certain mailing addresses! 



Use the address provided in this flyer after May 1, 2003 for any correspondence with the 
United States Patent and Trademark Office (USPTO) in patent-related matters to 
organizations reporting to the Commissioner for Patents. 

DO NOT USE the Washington DC 20231 and P.O. Box 2327 Arlington, VA 22202 addresses 
after May 1 , 2003 for any correspondence with the USPTO even if these old addresses are 
indicated in the accompanying Office action or Notice or in any other action, notice, material, 
form, instruction or other information. 

Correspondence in patent-related matters to organizations reporting to the Commissioner 
for Patents must now be addressed to: 



Special Mail Stop designations to replace Special Box designations 

Also effective May 1, 2003, the USPTO is changing the special Box designations for 
Patents and Trademarks to corresponding Mail Stop designations (e.g., "Box 4" will now be 
"Mail Stop 4"). 

For further information, see Correspondence with the United States Patent and Trademark 
Office, 68 Fed. Reg. 14332 (March 25, 2003). A copy of the Federal Register notice is available 
on the USPTO's web site at http://www.uspto.gOv/web/menu/current.html#register 

A listing of specific USPTO mailing addresses (See Patents - specific) will be available 
on the USPTO's web site on April 15, 2003 at http://www.uspto.gov/main/contacts.htm 

Persons filing correspondence with the Office should check the rules of practice, the Official 
Gazette , or the Office's Internet Web site ( www.uspto.gov) to determine the appropriate address 
and Mail Stop Designation (if applicable) for all correspondence being delivered to the USPTO 
via the United States Postal Service (USPS). 

Questions regarding the content of this flyer should be directed to the Inventor Assistance 
Center at (703) 308-4357 or toll-free at 1-800-786-9199 



Effective May 1, 2003 




Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 
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